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DETAILED ACTION 

1. In view of the appeal brief filed on 3/20/06, PROSECUTION 
IS HEREBY REOPENED. New grounds of rejection are set forth 
below. 

To avoid abandonment of the application, appellant must 
exercise one of the following two options: 

(1) file a reply under 37 CFR 1.111 (if this Office action 
is non-final) or a reply under 37 CFR 1.113 (if this Office 
action is final) ; or, 

(2) initiate a new appeal by filing a notice of appeal 
under 37 CFR 41.31 followed by an appeal brief under 37 CFR 
41.37. The previously paid notice of appeal fee and appeal 
brief fee can be applied to the new appeal. If, however, the 
appeal fees set forth in 37 CFR 41.20 have been increased since 
they were previously paid, then appellant must pay the 
difference between the increased fees and the amount previously 
paid. 

A Supervisory Patent Examiner (SPE) has approved of 
reopening prosecution by signing below. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 
U.S.C. 112: 
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The specification shall conclude with one or more claims particularly- 
pointing out and distinctly claiming the subject matter which the applicant 
regards as his invention. 

3. Claims 6 and 16-22 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. 

4. Claims 6 and 16 contain the trademark/trade name 
Traceroute. Where a trademark or trade name is used in a claim 
as a limitation to identify or describe a particular material or 
product, the claim does not comply with the requirements of 35 
U.S.C. 112, second paragraph. See Ex parte Simpson, 218 

USPQ 1020 (Bd. App. 1982) . The claim scope is uncertain since 
the trademark or trade name cannot be used properly to identify 
any particular material or product. A trademark or trade name 
is used to identify a source of goods, and not the goods 
themselves. Thus, a trademark or trade name does not identify 
or describe the goods associated with the trademark or trade 
name. In the present case, the trademark/trade name is used to 
identify/ describe a utility to determine the path a packet must 
take to get from one point to another and/or the hop count to 
get there, accordingly, the identification/ description is 
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indefinite. The Examiner suggests using generic terminology or 
providing evidence that such generic terminology does not exist. 

Claim Rejections - 35 USC §103 

5. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

{a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

6. Claims 1-4,6-8,10-12,14-18,21, and 22 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Sharon et al. (U.S. 
Patent No. 6,205,122 hereinafter "Sharon") in view of Nelson et 
al. (U.S. Patent No. 5,835,720 hereinafter "Nelson"). 

7. Referring to claim 1, Sharon teaches a method, comprising: 
registering a first network device and a second network 

device (items 14, figure 1) to a policy server (item 12, figure 
1) (see lines 18-38 of column 6 and lines 53-63 of column 7) ; 

receiving network discovery policies from the policy server 
at the first and second network devices (see lines 4-17 of 
column 11, note the assignment of "friend" agents determines 
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which agents pairs are allowed to communicate in order to 
exchange topology information) ; 

identifying the second network device at the first network 
device in accordance with the received policies (see lines 18-24 
of column 11) ; 

sending a message from the first network device to the 
second network device in accordance with the received policies 
(see lines 30-45 of column 11) ; and 

compiling the established identities to determine the 
topology of the network (see lines 18-38 of column 6) . 

Sharon fails to teach the message establishing the identity 
of any network device between the first network device and the 
second network device. 

Nelson teaches, in an analogous system, sending discovery 
messages in a network wherein the messages establish the 
identity of any network device between the first network device 
and the second network device (see lines 48-59 of column 5) . 

It would have been obvious to one of ordinary skill in the 
art at the time of the applicant's invention to modify the 
system and method of Sharon with the above teachings of Nelson 
in order to reduce total amount network traffic to discover the 
topology as suggested by Nelson (see lines 46-50 of column 1) . 
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8. Referring to method claims 2 and 17, Sharon teaches 
identifying the second network device comprises receiving an 
address of the second network device from a third network device 
(see lines 4-17 of column 11, note the "friend" assignments come 
from the server running the CME process) . 

9. Referring to method claims 3 and 18, Nelson teaches sending 
a packet from a network device, having an interface to an 
address of the second network device and selecting an interface 
that corresponds to any reply received from the second network 
device (see Abstract; col- 3, lines 31-39, 60-61; col. 6, lines 
2-5) . 

Although the combination of prior art does not explicitly 
state a "network device having the plurality of network 
interfaces," it does suggest a variety of network devices (see 
Nelson, col. 2, lines 66-67) . Accordingly, it would have been 
obvious to one of ordinary skill in the art that the devices 
suggested by the combination of prior art would have included a 
plurality of interfaces (e.g. "hubs"). 

10. Referring to claim 4, Sharon teaches sending a PING packet 
from the devices (see lines 14-24 of column 10) . 
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11 • Referring to claim 6, Nelson teaches executing a Traceroute 
utility to determine the route of a packet (see col. 9, line 
58) . 

12. Referring to claim 7, Nelson teaches a method including the 
steps of identifying a network device at a given network device 
(see Abstract) ; as well as sending a message from a network 
device to another network device, the message establishing the 
identity of any network device between the devices (see col. 1, 
lines 58-67) ; and compiling the established identities to 
determine the topology of the network (see col. 2, lines 24-32). 

13. As per claim 8, Nelson teaches sending a packet from a 
network device to another network device (see Abstract; col. 3, 
lines 31-39, 60-61; col. 6, lines 2-5). Although the prior art 
combination does not literally cite a "third network device" it 
does suggest a variety of network devices (see Nelson, col. 2, 
lines 66-67) as part of the cited method. 

Accordingly, it would have been obvious to one of ordinary 
skill in the art that the devices suggested by Nelson et al . 
would have included a plurality of ports (e.g. "hubs") . In 
addition, the reference compiles the identified addresses (see 
col. 3, lines 39-44) . 
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14. Referring to claims 10-12 and 14-15, these correspond to 
the machine -readable medium having stored thereon data 
representing sequences of instructions corresponding to the 
method previously rejected in the present Office action. These 
claims are rejected under the same rationale presented in claim 
1-3,5, and 6, respectively. 

15. Referring to claim 16, Sharon teaches a method, comprising: 
registering a first network device and a second network 

device (items 14, figure 1) to a policy server (item 12, figure 
1) (see lines 18-38 of column 6 and lines 53-63 of column 7) ; 

receiving network discovery policies from the policy server 
at the first and second network devices (see lines 4-17 of 
column 11, note the assignment of u friend" agents determines 
which agents pairs are allowed to communicate in order to 
exchange topology information) ; 

identifying the second network device at the first network 
device in accordance with the received policies (see lines 18-24 
of column 11) ; 

sending a message from the first network device to the 
second network device in accordance with the received policies 
(see lines 30-45 of column 11) ; and 
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compiling the established identities to determine the 
topology of the network (see lines 18-38 of column 6) . 

Sharon fails to teach sending a Traceroute message from the 
first network device to the second network device, to determine 
addresses of any network device between the first network device 
and the second network device in accordance with the received 
policies . 

Nelson teaches, in an analogous system, sending a 
Traceroute message from the first network device to the second 
network device, to determine addresses of any network device 
between the first network device and the second network device 
in accordance with the received policies (see lines 48-59 of 
column 5) . 

It would have been obvious to one of ordinary skill in the 
art at the time of the applicant's invention to modify the 
system and method of Sharon with the above teachings of Nelson 
in order to reduce total amount network traffic to discover the 
topology as suggested by Nelson (see lines 46-50 of column 1) . 

16. Referring to claims 21 and 22, Sharon teaches sending the 
established identities to the policy server in accordance with 
the received policy (see lines 7-13 of column 8) , and wherein 
compiling comprises compiling the established identities at the 
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policy server to determine the topology of the network (see 
lines 7-13 of column 8) . 

17. Claims 5,13, and 19 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Sharon in view of Nelson as applied to 
claims 1,10 and 16 above, and further in view of Aggarwal et al 
(U.S. Patent No. 5,675,741). 

18. Referring to method claims 5 and 19, and machine -readable 
medium claim 13, the combination Sharon and Nelson fails to 
teach the step of sending the message comprises sending a 
plurality of messages to the second network device, each message 
having an incrementally greater time to live until a message 
reaches the second network device. Regarding this limitation, 
Aggarwal et al. teaches a method in a computer network 
communication system, where a packet has an incrementing TTL 
(time-to-live) value (see col. 2, lines 42-47). 

At the time of the invention, one of ordinary skill in the 
art would have been motivated to modify the cited combination of 
disclosures in order to obtain a communication method where a 
route is successfully traced from any source to any destination 
regardless of whether one router is known (see Aggarwal, see 
col . 2 , lines 42-47) . 



Application/Control Number: 09/822,539 
Art Unit: 2182 



Page 11 



19. Claims 9 and 20 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Sharon in view Nelson as applied to 
claims 1,10, and 16 above, and further in view of Fishier (U.S. 
Patent No. 6, 507, 646) . 

20. Referring to claims 9 and 20, the combination of Sharon and 
Nelson teaches a method where a network device sends a message 
identifying an address (see lines 18-24 of column 11) . However, 
the combination of references does not teach sending a packet to 
a port that does not exist in order to provoke a device to send 
an error message. 

Regarding this limitation, Fishier teaches error reporting 
protocol as part of a communication method (see col. 7, lines 
39-55) . Fishier teaches implementing this protocol as part of 
ICMP (Internet Control Message Protocol) . Accordingly, one of 
ordinary skill in the art would have been motivated to modify 
the combination of references in order to implement an error- 
reporting message in a method for remotely configuring a network 
device . 
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Response to Arguments 
21. Applicant's arguments with respect to claims 1,10, and 16 
have been considered but are moot in view of the new ground (s) 
of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Eron J. 
Sorrell whose telephone number is 571 272-4160. The examiner 
can normally be reached on Monday- Friday 8:00AM - 4:30PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Kim Huynh can be 
reached on 571-272-4147. The fax phone number for the 
organization where this application or proceeding is assigned is 
571-273-8300. 
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Information regarding the status of an application may be 
obtained from the Patent Application Information Retrieval 
(PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have questions on 
access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free) . If you would 
like assistance from a USPTO Customer Service Representative or 
access to the automated information system, call 800-786-9199 
(IN USA OR CANADA) or 571-272-1000. 
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